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OPPOSER’S BRIEF IN RESPONSE ;5
TO..APPLICANT’S BRIEF IN OPPO-
SITION TO OPPOSER’S MOTION TO
EXTEND ALL TESTIMONY PERIODS,
AND CONSENTING TO APPLICANT’S
MOTION IN THE ALERNATIVE TO

- SUSPEND ALL PROCEEDINGS IN
ORDER TO FACILITATE OPPOSER’S
CONTINUING EFFORTS TO SUPPLY
APPLICANT WITH PROMISED DOCU-

MENTS AND INTEROGATORY RESPONSES

0

I. Qpposer_cdnsents to Applicant’s Motion to Suspend

On October 8{;2002, Applicant filed and served a most
peculiar brief. In:it,'Applicant opposes Opposer’s motion
to extend all trial periods fér 60 days, and requests, in
the alternative, a;suspeﬁsidn of proceedings to give the

parties sufficient additional time to resolve their
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discovery disputes;;Due to this peculiar combination of
sought relief - ne;}ly the precise same relief to Opposer
that the latter seéks in its motion to extend, combined
with a request thatjin‘effect seeks the Board to render
judgment against Oéposer - what Applicant really is seeking
here is the most severe form of sanction that the Board can
order for a party’s violation of a discovery order. But
Opposer is not in §iolation of an Order of the Board. As
will be shown herein, it has been and is doing all that it
reasonably can, wiﬁh all the haste that it reasonably can
apply under the ciicumstances, to satisfy Applicant.

As Applicantf;orrectly notes in its brief, this is a
case in which the:éoard, in a decision and order mailed on

June 20, 2002, denied Applicant’s motion to compel on the

ground that Applicant failed to make a good faith effort to

resolve its actual® and perceived problems with Opposer’s

responses to Appli?ant7s discovery requests. The Board also
ordered the partieé to work tégether in a spirit of good
faith to resolve them. As Opposer also will show herein,
Applicant still hds not made a truly good faith effort.

It is significant that Applicant makes no claim of

prejudice in its brief. It is also significant that instead
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of showing how it is and has bgen prejudiced by Opposer’s
delay, it indulges in efforts ﬁo demonstrate that in moving
to extend the testiﬁony periéds, Opposer misled the Board
in order to cause délay.

Opposer veheméhtly denies that it ever has tried to
cause delay’in thisiproceeding. In its brief opposing
Applicant's'Motionr;o Compel, Opposer candidly and
truthfully stated tﬁe reasons why it was experiencing
problems in locating and transmitting to the undersigned
whatever information and aocuments Opposer has not objected
to, and which it has promised to Applicant. Those problems
are still being experienced, but to a lesser degree, and
some progress, thouéh slow, is being made.

bThis, thereforé, is not a case where the production of
the documents and iﬁformation that Applicant wants has been
refused. It is, raﬁﬁer, a case in which previously revealed
geographical and poiitical problems continue to slow
Applicant’s efforts:to make good on its promises to supply
what it has promised to Applicant. It is case in which
Applicant remains seriously impatient to receive these
materials and, being aware of Opposer’s production

problems, has sought to use them twice in transparent
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efforts to harass aﬁd prejudice Opposer.

Applicant’s inﬁtant maneuver seeks to prejudice
Opposer. It: asks the Board to render Opposer vulnerable to
a motion for judgmént dismissing the Notice of Opposition
for failure to také:testimony.

Unlike Applicéht, Opposer therefore does claim
prejudice. Indeed,;Opposer claims prejudice of the most
serious kind - undue and irremediable prejudice in the
event that the Board refuses to extend the testiﬁony
periods. Opposer réspectfully submits that the filing of
its motion to exteﬁd was and is an obvious effort to avoid
such prejudice. Iniand of- itself, therefore, the motion
constitutes a showing of good cause that is more than
sufficient to overcome Applicant’s brief’s “chronological
summary”, an incom@lete and misleading attempt to show the
absence of.good faith.

Therefore, Op;oser hereby consents to Applicant’'s
“motion in the alt;rnative” to suspend proceedings for
whatever period the Board determines to be fair and
equitable in the p?emises. In addition, Opposer requests
that the Board reéet the trial and briefing periods in its
decision and Ordeﬁ‘granting suspension.

-4 (a) -




-

II. Applicant’s own%actions clearly establish that it seeks
nothing more or less in its instant brief than to cause
Opposer to sustain irremediable prejudice

Opposer has s;ated thatrApplicant’s so-called
“*chronological sumﬁary” is incomplete and misleading. In
the event that the Board does not grant Applicant’s “motion
in the alternative{,to suspend proceedings, Opposer will
now show why, with.the view in mind proving the real motive
for Applicant’s opﬁosition to the motion to eitend, the
chronological sumﬁary is incomplete and therefore
misleading. :

In the first place,»the Board’s decision and Order
mailed on June 20,12002 apparently rested on Applicant’s
attorney’s desk for over a month before he decided to
follow up on it with a 1etter mailed on July 22.

But this lettér was boﬁh accusatory and peremptory
until its last paragraph. For example, elsewhere ih that
letter, Applicant charged Opposer with failing to make a
request for an “extension of the deadline for serving
complete responses”. Opposer is unaware that any such
deadline exists, or ever did. Applicant set none, nor do
the Trademark Rules of Practice provide one, so far as the
undersigned is'awére. There was, of course, a deadline for
Opposer to respond in the first instance, but that response
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was timely despiteiits incompleteness. A copy of Opposer’s
response is enclosea for the purpose of showing the degree
to which it did in;fact attempt to respond to Applicant’s
requests to the exﬁent»it was able, and promised to supply
other requested information and documents as soon as it
could locate them. .

Moreover, in its motion to extend the testimony
periods, the underéignéd showed that his delay in
responding to the iuly 22 letter was due to excusable
neglect. Applicant’s July 22 letter, therefore, at least
partially belies whatever unrevealed need for haste that
Applicant might have, and clearly does not constitute the
“good faith effort; that the Board on June 20 ordered both
sides to make. | |

On October 3;:only thrée days after the undersigned
found Applicant’s éttorney’s misfiled July 22 letter, he
called the latter .and left a voice mail message (see,
motion to extend; page 3) reiterating Opposer’s prémise of
complete and expeditious.cooperation, advising Applicant
that Opposer had méved to extend the testimony periods, and
requesting of Appiicant that it clarify the last paragraph
of Applicant’s Jul§ 22 letter. Applicant’s attorney
responded in a teléfaxed letter the same day.
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The last two l}nes of Applicant’s October 3 1e£ter
(copy encloéed) prédict the stratagem that Applicant
revealed when. it filed and served its brief in opposition
to the motion to extend a mere five days later. It 1is clear
that even then Applicant had decided to file the brief in
opposition, thus réhdering its claim of having a “spirit of
cooperation” a shah and a farce.

The undersignéd again called Applicant’s attorney
Friday afternoon, dctober 25, but had to leave another
voice mail message, as once again Applicant’s attorney was
unavailable to speak to hih. Opposer’s voice mail proposed
that Opposer wouldfconsent to Applicant’s motion for a
suspension, and toyApplicant'é withdrawing its opposition
to the motion to egtend without prejudice to refiling, thus
providing Applicaﬁ# with all of the protection that it
needs in the evenﬁ:that Opposer’s promises of cooperation
ultimately were n§£ kept, and avoiding prejudice to
Opposer. |

This voice maﬁl message produced not a return call,
but rather a lettef refusing such an arrangement (copy
enclosed) . The unéérsigned then called Applicant’s attorney
and said that it Qés neither reasonable nor equitable to

-6 -




expect that Oppose;jwould beiwilling to work with him to
complete its respoﬁées to Opposer’s diséovery requests
while awaiting a dééision of the Board that possibly could
preclude it from téking testimony, and therefore prevent it
from having any chénce of avoiding summary dismissal in the
instant proceedingi He made no response to this statement
other than the comﬁonplace retort “I have to do what is in
the best interestrpf my client”.

There can be no question, then, that while Applicant
continues to claim that it is proceeding in good faith
pursuant to the Béard’s June 20 Orxder, it is covertly doing
precisely the oppdsite. Not once has Applicant’s attorney
made a bona Eigg'éffort.to set up a conference call with
the undersigned on a date and at a time that would permit
both attorneys sufficient ﬁime to resolve the situation
amicably. Instead; Appl;Cant continues to play the motion
game, and worse sfill, continues to burden the Board with
the consequencesfof its premature behavior. The ancient
Maxim of Equity —he who seeks it, first must do it-
apparently is not a board piece in Applicant’s game. For
this reason aloﬁé, Applicant’s opposition to the motion to

extend should be rejected.




IIT. Other assertions in Applicant’s Brief are misleading

Applicant staﬁes that the undersigned did not ask
Opposer to “begin"¥working on locating and transmitting to
him all of the inférmation and documents that Opposer had
been unable to supély in its first set of responses until
after his receipt ef the Board’s June 20 Orxrder, claiming
that this belied Opposer’s statement that its search prior
thereto (see, Applicant’s Brief, p. 3).

This is sheer:sophistry. Opposer’s attorney first
requested of Opposer that it continue its efforts to find
documents and infoimation to which objection had not been
made in a letter tb Opposer’s in-house counsel in Paris,
France on January 29, the -day before Applicant filed and
served its Motion»to Compel. The undersigned sent reminders
to his client folibwing receipt of the Board’s June 20
Order, and again éfter returning from vacation in early
August. M

The undersigned received a telephone response to the
latter communication in September. He was told that the
additional searches were still proceeding, but continued to
be hampered by laék of knowledge as to the whereabouts of
certain décuments'that had been used in the Galleon trial
(see, Opﬁoser’s b?ief in opposition to motion to compel, p.
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Applicant also;contends that Opposer’s sole reason for
not taking’testimon& during its testimony period was to
obtain more time tg,respond to Applicant’s discovery
requests, thus impiying that Opposer has no intention of
taking testimony, But only‘of causing delay.

The instant brief should function as a total rejection
of both the contention and the implication. Moreover,
Opposer’s attorneygneeds to have access to some of the same
documents and infotmation that Applicant seeks before he
can begin to set up, prepare and notice Opposer’s testimony
depositions.

The charge thét the undersigned probably didn’t review
Opposer’s case file to prepare for Opposer’s testimony
depositions is out?ageous and false (see, Applicant’s
brief, p.5). It alSo is additionally revelatory of
Applicant’s penchaht for indulging itself in game playing,
rather than puttiﬁg forward a good faith effort to resolve
the discovery impéése so that the parties can move on to
resolve the procegding in their testimony depositions.

Finally, Applicant’s reliance on the Board’s decision

in Luehrmann V. Kwik Kopy Corp., 2 USPQ2d 1303 (TTAB 1987)

is totally misplaced. That decision refused to extend a
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discovery period, nbt all testimony periods as Applicant
requests in the ins?ant motion. The closing of discovery
usually does not ha&e the potential of putting an opposer
“out of court”; thé closing of its testimony period before
it is able to takejfestimony, does carry with it that

potential.

Conclusion:

For all the réasohs set forth herein, and in Opposer’s
Brief in Opposition to Applicant’s earlier motion to
compel, Opposer reépectfully requests that the Board enter
an Order granting Applicant's consented “motion in the
alternative” to sggpend proceedings; that it reset the
testimony periods in that Order; and that it reject
Applicant’s opposition to Opposer’s Motion to Extend and
grant that Motion in all respects, on the ground that
Applicant has not;established that Opposer has caused undue
delay that prejudices Applicant, and that Opposer would be
severely and permanently prejudiced if the Board were to

grant the relief sought by Applicant.
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Respectfully submitted,

GRATAM, CAMPAZQN/’//

By,/§%£%:;32?
ohn M. Keene

Of Attorneys for Opposer
The Bar Building
36 West 44™ Street
Suite 1300
New York, New York 10036
(212)354-5650

(212)354-6354 (fax)
jkeene@grahamcampaign.com

CERTIFICATE. OF FILING

I hereby certify that the foregoing OPPOSER’S BRIEF IN
RESPONSE TO APPLICANT’S BRIEF OPPOSING OPPOSER’S MOTION TO
EXTEND ALL TESTIMONY PERIODS, AND CONSENTING TO APPLICANT'’S
MOTION IN THE ALTERNATIVE TO SUSPEND, was filed by placing
the same in an envelope, sufficient First Class postage
affixed, addressed to Commissioner for Trademarks, BOX TTAB
- NO FEE, 2900 Crystal Drive, Arlington, VA 22202-3513, and
by depositing same with the U.S. Postal Service, on this

28 day of October, 2002.
CERTIFICATE OF SgégigE

I hereby certlfy that a true and complete copy of the
aforesaid OPPOSER’'S BRIEF was served on the attorney for
the Applicant by placing the same in an envelope,
sufficient First ‘Class postage attached, addressed to him
as follows; '

Timothy H. Hiebert, Esq.
Samuels, Gauthier & Stevens

225 Franklin Street, Suite 3300
Boston, MA 02110
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And by depositing same with ﬁhe U.S. Postal Service on this

28" day of October,' 2002. /}Z;?/%fzi;;;/<~__-

X641-108, 109, 110
jkbt/00/07/50/00
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18-83-82 12:56 SES - 2123545354 NG. 185
SAMUELS, (SAUTHIER & STEVENS LLP
ATTORNEYS AT LAW
PATENTE TRADEMARKS AND COPYRIGHTS
225 FAANKLIN STREET, SUITE 3300
. _BOSTON, MASSACHUSETYS O2110
TELEPHONE (817) 426-D180 FAX 617 426.2275
Direct Dial: 617-426-5553 - : October 3, 2002
~
O
10-31-2002 J0T 3 = apgs 1
John M. Keene, ESQ. - us. patenta TMOf/TM Mail RoptDt. #64 T B ; By Fax

Graham, Campaign P.C
36 West 44th Street | ' S
New York, NY 10036-8178 e

Re: Havana Club Helding, S.A. v. Havana Cola Inc.
Opposition Nos. 116608, 120531 and 120533
Youx ref: X44:-106

Dear John:

I am responding:- to vour voice mail message this morning regard-
ing the information, K docimenta and things which your client 1is now
undertaking to locate in sponge to Havana Cola’'s discovery reguests
sexrved on December 20, 200l. ‘A3 you know, the only responses which
vyour client has provided 0 far were served on January 24, 2002.

'J.;
in

~age today sought clarification about the
22 letter, which asked for. the immediate
provision of the regusstac information, documents and things to which
your client had not waisus objections. I had in mind your client’s
Sanuary 24 responses;, whicln indicated that information and documents
would be provided in.r: ‘wge tc the following reguests, as they were
ravaaled by your clierz’. then “ongoing search":

Your voice mail we:
last paragraph of my 7

Interrogatcery Nos. .. 2, 4 and 7

bProduction Requesz ~:g. L, 2, 3, 4, 5, 7, 10, 11, 16, 17,
19, 20, 23 and 2<

“tior. to Havana Cola‘s motion to compel
T cu 5 per-aining to your client’s intention to
use HAVANA CLUB would .e ovidzd "a sufficient period of time before
the depositions are takun to afford Applicant and its attorneys
adequate time to conduzt - review of the documents for cross-examina-
tion purposes" (Page 15). We recsived no such documents, even though
your client’s testimory -iriocd was scheduled to close on October 1,
2002. We therefore pir sume :that no such documents were found,
despite your client‘e a:.zasivi nine-month search.

o2
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Nor have we receivad wvour client’s sworn answers to any of the
interrogatories. '

I am pointing out these issues in a continued spirit of coopera-
tion, so that we can reso_ve the discovery dispute as promptly as
possible in the event that the Board determines that your client is
entitled to an extensiocn of the testimony periods.

Sincerely yours,

I
]
(v
Timothy H. Hiebert

cc: Havana Cola Inc.
2973 .02H
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SAMUELS, GAUTHIER & STEVENS LLP

ATTORNEYS AT LAW
PATENTS TRADEMARKS AND COPYRIGHTS

aés FRANKLIN STREET, SUITE 3300
BOSTON, MASSACHUSETTS 0210

TELEPHONE (8171 426-96180 E FAX (B17) ¢426-22756
Dircct Dial: 617-426-5553 - Octobexr 28, 2002 .
John M. Keene, Esg. . ArcoL By Fax

Graham, Campaign P.C.
36 West 44th Street
New York, NY 10036-8178

Re: Havana Club Holding, S.A. v. Havana Cola Inc.
Opposition Nos. 116606, 120531 and 120532
Your ref: X641-106

Dear John:

I am responding to your voice mail message of the aftermoon of
Friday, October 25, in ‘which you proposed a suspension of proceedings
now, in return for a withdrawal without prejudice of Havana Cola’s
Motion for a Suspension in the Alternative filed on October 8.

It seems to us that there is no need for such an immediate
suspension, since we can continue to work toward a resolution of the
cutstanding discovery issues while we awailt the board’s ruling on
Havana Club’s motion for an extension of the testimony periods. If,
by the time that the Beoard has made its ruling, it appears that all
cutstanding discovery ‘issues have been resolved, we may be able to
proceed at that time without the need for a suspension in any case.

Your brief in suppcrt of Havana Club’s motion represented to the
Board that you had accepted my July 22 propcsal, and would "expedite
the transmittal to Applicant of all information and documents that
Opposer can uncover that are responsive to Applicant’s requests, and
to which objections were not made." I look forward to receiving all
such information and documents asoon, 80 that we c¢an work out any

remaining issues as promptly as possible.

Sincerely yours,
+
hm.
Timothy H. Hiebert

cc: Havana Cola Inc.
3034 .02H
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IN THE UNITEb STATES PATENT AND TRADEMARK OFFICE
BEFORE THE. TRADEMARK TRIAL AND APPEAL BOARD
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HAVANA CLUB HOLDING, S.A., 10-31-2002
Oppos er U.8. Patent & TMOfc/TM Mail Rept Dt. #64
vs. Consolidated Oppositions
: Nos. 116,606, 120,531 and
HAVANA COLA INC.- ) 120,533
Applicant.
p— —_ —_ —_ _ —_ - P - —_ e - - X

OPPOSER’S RESP@NSES TO APPLICANT'S FIRST SETS OF
INTERROGATORIES AND DOCUMENT PRODUCTION REQUESTS

Cpposer, by iﬁs attorneys of record herein, interposes
the following respbnses to Applicant’s interrogatories and

document requests;served on December 20, 2001:

OBJECTION TO "INSTRUCTION

—

[ Cpposer objects to Instruction no.7 on the ground that f

/ Opposer’s U.S. Trademark Registration No. 1,031,651 of the

mark HAVANA CLUB and Design is not pleaded in the Notice of !

Opposition as a basis for any of the claims alleged |
& !

therein, and therefore is not properly within the'scope of

these interrogatories and production requests. j&
o ’ /’\

RESPONSES TO INTERROGATORIES

Response to Interrogatory 1

The identities cof each owner of Opposer’s mark from
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1974 until the present will be supplied as soon as files
and records presently in storage in Luxembourg, France, or

Cuba identifying them can be located and searched.

Response to Interrodatory 2

Opposer repeats its response to Interrogatory 1 as
respects any persons or entities that may have been

licensees of Opposet since 1974.

Response to Interroéatory 3

Those known by?Opposer to be claiming ownership of the
mark HAVANA CLUB other than opposer and its predecessors in
interest are Jose Aiechabala, and the Bacardi family of

companies.

Response to'Interrogatory 4

Opposer is'notfaware of the existence of any
aésignmentsiof the @ark HAVANA CLUB in its chain of title
that did noﬁ includé, expressly or impliedly, the good will
of the busihess. Inithe eveht‘that any assignment documents
still exist in Oppo%er’s files and records, which currently
are being searched for same, copies will be supplied to

Applicant.



Response to Interrogatory 5

Opposer does noét recall that it ever has used the mark
HAVANA CLUB on ahy goods other than rum distilled in. the

Province cf La Havana, Cuba.

Response to:Interrogatory 6

Opposer owns the mark HAVANA CLUB and Design, and an
Application to register said mark for rum in Class 33 under

SN 74/673,898.

Response to Interrogatory 7

Opposér is not’ aware that there have been any
instances of actual:confusion, but currently is in the
process of reviewipé its corporate files and records, as
well records of its co-venturers in Cuba and Paris, France,
to ascertain whethé? any such.instances have been
mémorialized since 3995. In the event aﬁy have, copies of
documentation. and iﬁformation referring thereto will be

supplied to Applicant.

Response to Interrogatory 8

Opposer is unaware of the existence of any documents
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or information relating or referring to any inter partes

USPTO proceedings, or federal court proceedings, involving
its HAVANA CLUB mark that is the subject of its Application
SN 74/673,898.

Response to>Interrogatory 9

Opposer objects to Interrogatory S on thé grounds that
the requesﬁ.is so overbroad and non-specific that aifly
attempt to comply with it would be unduly burdensome,
vexatious and oppre;sive, and would not be likely to lead
to the production dé any evidence that is relevant £o any
of the claims or deEenses set forth in the pleadings of

this proceeding. ”

Response to Interroéatbry 10
Opposer’s goods originate in distilleries that are

located solely in the Province of La Havana, Cuba.

Resgponse to Interrogatory 11

The relationship between Opposer’s goods and the City
of Havana, Cuba is ghat Opposer’s world-famous rumsAonce
were distilled excl&sively in the city of Havana, and now
are distilled there,fas well as at other plantations
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within the Provinceiof La Havana, Cuba.

Response to Interrogatory 12

Opposer objecté to this interrogatory on the ground
that Section 2(d) of the Trademark Act does not form the
basis for any of the claims for relief éet forth in the
instant thice of ngosition. Were such a claim for relief
pleaded, Opboser woﬁld allege that Applicant’s applied—fbr
marks, whenfconsideﬁed in the their entireties, are
confusingly similarfto the mark HAVANA CLUB in its

entirety.

Response to Interrogatory 13
John M. Keene, Esqg., Eve-Marie Wilmann and Pierre-

Marie Chateauneuf.

i

RESPONSES TO REQUESTS FOR THE PRODUCTION OF DOCUMENTS

Response to Request .1

To the extent that any documents relating or referring
to assignments of the mark HAVANA CLUB since 1974 still
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exist in épposer’s éorporate files and records, copies will
be supplied to Applicant once Opposer completes its current

ongoing search.

Response to Request 2

Opposer repeats its response to Reguest 1 as respects

licenses. ,

Regponse to Request;B

To the best of;Opposer’é knowledge, information and
belief, it does noﬁ?possess any documents relating or
referring to the alleged descriptive nature of the mark
HAVANA CLUB as appl?ed to-Opposer’s goods. If any such
documents are uncovgred iﬁ Opposer’s current ongoing

search, copies wili:be supplied to Applicant.

Response to Reqgquest, 4

Opposef repeaté its response to Request 3 in response
to this Request as }espects thé alleged misdescriptive
nature of the mark hAVANA CLUB as applied to Opposer’s

goods.




Response to Request 5
Opposer repea;é its response to Reguests 3 and 4 in
response to this Réguest as respects the distinctiveness of

the mark HAVANA CLUB as applied to Opposer’s goods.

Response to Request: 6

Opposer object; to this Reqguest to produce documents
relating or referrigg to Opposer’s use or attempted use of
its mark in commerce in or with the United States since
1974 on the grounds;that the>request is so overbroad and
non-specific that t? attempt to comply with it would be
unduly burdensome,_?ppressive, vexatious and unlikely to

lead to the production of relevant evidence.

Response to Request??

To the extent &hat Opposer’s current ongoing search of
its corporate'filesgand records in response to these
réquests uncovers agy documents referring or relating to
the awareness of thé Aherican public of Opposer’s mark

HAVANA CLUB, copies of same will be produced to Applicant.

Regsponse to Reqguest 8

Opposer objects to this request for discovéry requests
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from or to Opposer in TTAB proéeedings and court actions
regarding the mark HAVANA CLUB is so overbroad and non-
specific that any attempt to comply with it would bé unduly
burdensome, oppressive, vexatiéus and not likely to lead to

the production of relevant evidence.

Response to Request.9

Opposer repeats its objection to Request 8 in response
to this request as respects Opposer’s discovery responses
in other TTAB proceedings and court actions involving

Opposer’s HAVANA CLUB mark.

Response to Request 10

Documents rela@ing to USPTO Cancellation No. 22,881
involving Jose Arechabala are not currently in the
possession of,Opposér or its undersigned attorneys. If
Opposer canrobtain éopies of such documents from the
persons or entitiesithat are thought currently to possess

them, copies will be provided to Appiicant.

Response to Request=-11
Opposer repeats its response to Regquest 10 in response
to this request as respects USPTO Cancellation No. 24,108.

-8-



Response to Requests 12, 13, 14 and 15

Opposer objecte to these Requests on the grounds that
they all in&olve documents referring or relating to |
Opposer’s U.S. Trademark registration no. 1,031,651, which
is not alleged in any of ﬁheee consolidated opposition
proceedings as a baeis for any claim for relief appearing

therein, or defense in the Answer thereto.

Response to Request 16

Opposer is not{aware that it ever has used the word
HAVANA as a trademark without the word CLUB in close
following proximity;thereto. If Opposer’s current ongoing
research uncovers aﬁy documents referring or relating to

any such use, copies will be supplied to Applicant.

3

Response to Request 17

Opposer is not!awafe that it ever has used its mark
HAVANA CLUB as a tredemark for goods other than rum. If
Opposer’s current oﬁgoing search uncovers any documents
referring or relatiﬁg to eny such use, copies will be

supplied to Applicant.



5

Response to Request.18

Opposer objecﬁs to this Request for all documents
referring or relatiﬁg to allegations of infringement made
by or directed té Cpposer regarding Opposer’s mark on the
groﬁnds that it is so overbroad and non-specific that any
attempt to comply with it woﬁld be unduly burdensome,
vexatious(_oppressi?e, and unlikely to lead to the
production bf evidepce that is relevant to any of the

igsues raised by thé pleadings herein.

Response tO~Request;l9

Opposer 1is not:presehtly aware of the existence of any
documents in its poSsession or under its control that
Opposer itself has éent, of that others have sent on its
behalf, to any othéé.person or entity, which refer to
Applicant or Applicént/s goods, that are not subject to the
attorney-client priyilege or are not attorneys’ work
pfoduct. In the eveﬁt that any unprivileged documents are
uncovered in the course of Opposer’sicurrent ongoing search

of its corporate records and files in response to these

requests, copies will be supplied to Applicant.

~10-



Responge to Reqgquest:20 .

Neither Oppose; nor its undersigned attorneys of
record herein are a;are that‘they possess, or that theré
presently exist, aﬁy copies of any polls, surveys or
investigations relaﬁing to’Opposer’s HAVANA CLUB mark. If

any such documents are uncovered in Opposer’s current

ongoing search, copies will be supplied to Applicant.

Response to Request 21

'Opposer objecté to this Request on the ground that
“all documents and ihings referring or relating to
Opposer’'s use oOr nbh—use of Opposer’s mark in the United
States” is so‘oyerb}oad and non-specific that any attempt
to comply with it wOuld‘be unduly burdensome, vexatious,
oppressive, and notilikely to lead to the production of
relevant evidence beyond that which Opposer has undertaken

herein to produce in response to Requests that are partly

tangential to or repetitive of the instant one.

Response to Request;22

Opposer repeats its objection to Request 21 in
response to this Réquest as respects “all documents and
things referring or relating to the existence or absence

-11-










